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DETAILED ACTION 

1 . All outstanding rejections are overcome by applicants' amendment filed 1/25/07. 

In light of the new grounds of rejection set forth below utilizing Kamada et al. (U.S. 
5,695,899), the following action is non-final. 

Claim Rejections - 35 USC S 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1, 4, 6-7, 9-10, 14-17, and 20 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claims 1, 14, 16, 17, and 20 have each been amended to recite copolymer "obtained from 
a radical polymeric monomer composition consisting essentially of (a) 20 through 90 wt.% of 
styrene, (b) 10 through 80 wt.% alkyl acrylate or alkyl methacrylate wherein said alkyl acrylate 
or alkyl methacrylate is at least one selected fi-om the group consisting of butyl acrylate, 2- 
ethylhexyl acrylate, and lauryl methacrylate, and^5 through 10 wt.% polymeric monomer 
including a polar group selected ft^om the group consisting of 2-hydroxypropyl-N, N, N- 
trimethylammonium chloride acrylate and N,N-diallyimethylammonium chloride". It is the 
examiner's position that this phrase fails to satisfy the written description requirement under the 
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cited statute since there does not appear to be a written description requirement of the cited 
phrase in the application as originally filed, In re Wright, 866 F.2d 422, 9 USPQ2d 1649 (Fed. 
Cir. 1989) and MPEP 2163. Applicant has not pointed to any portion of the specification, and 
examiner has not found any support for this phraseology in the specification as originally filed. 

While the present specification provides support for the recitation of specific types of 
copolymers obtained from styrene, alkyl (meth)acrylate, and monomer including polar group that 
is 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate or N,N- 
diallylmethylammonium chloride, i.e. styrene, butyl acrylate, 2-hydroxypropyl-N, N, N- 
trimethylammonium chloride acrylate or styrene, lauryl methacrylate, N,N- 
diallylmethylammonium chloride, there is no support in the specification as originally filed to 
broadly recite copolymer obtained from "(a) 20 through 90 wt.% of styrene, (b) 10 through 80 
wt.% alkyl acrylate or alkyl methacrylate wherein said alkyl acrylate or alkyl methacrylate is at 
least one selected from the group consisting of butyl acrylate, 2-ethylhexyl acrylate, and lauryl 
methacrylate, and^5 through 10 wt.% polymeric monomer including a polar group selected from 
the group consisting of 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate and 
N,N-diallylmethylammonium chloride" which includes copolymers obtained from styrene, 2- 
ethylhexyl acrylate, and 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate, 
styrene, 2-ethylhexyl acrylate, and N,N-diallylmethylammonium chloride, styrene, lauryl 
methacrylate, and 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate, styrene, 
butyl acrylate, and N,N-diallylmethylammonium chloride, etc. for which there is no support in 
the specification as originally filed.. The only disclosure regarding monomer having polar group 
that is 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate or N,N- 
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diallylmethylammonium chloride is found in Table 1 and example 8 of the present specification. 
While these portions of the specification provide support for specific types of copolymer 
obtained from styrene, butyl acrylate or lauryl methacrylate, and 2-hydroxypropyl-N, N, N- 
trimethylammonium chloride acrylate or N,N-diallylmethylammonium chloride, there is no 
support for broad recitation of copolymer as presently claimed. 

Further, there is no support in the specification as originally filed to recite amount of 5 
through 10 wt.% with respect to the monomer including a polar group that is selected from the 
group consisting of 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate and N,N- 
diallylmethylammonium chloride. With the exception of Table 1 that discloses the use of specific 
amounts 2-hydroxypropyl-N, N, N-trimethylammonium chloride acrylate and N,N- 
diallylmethylammonium chloride in combination with specific types of other monomers, i.e. 60 
parts styrene, 40 parts, butyl acrylate, and 7 parts-hydroxypropyl-N, N, N-trimethylammonium 
chloride acrylate or 7 parts styrene, 40 parts lauryl methacrylate, and 10 parts N,N- 
diallylmethylammonium chloride, there is no support to broadly recite the use of 5 through 10 
wt.% monomer including a polar group selected from the group consisting of 2-hydroxypropyl- 
N, N, N-trimethylammonium chloride acrylate or N,N-diallylmethylammonium chloride as 
presently claimed. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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5. Claims 14-17 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 14 recites the limitation " the primary particle " in line 22. There is insufficient 
antecedent basis for this limitation in the claim. 

Similar insufficient antecedent basis is found in each of claims 16 and 17 that recite the 
same phrase. 

Claim Rejections - 35 USC S 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

7. Claims 1, 4, 6-7, 9-10, 14-17, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones et al. (U.S. 5,936,008) in view of Kamada et al. (U.S. 5,695,899). 

Jones et al. disclose ink jet ink comprising liquid vehicle comprising water and 6-20% 
toner particles comprising resin, i.e. copolymer, and colorant that is pigment and/or dye and 
wherein the colorant is incorporated into or associated with the resin, i.e. colorant is dispersed in 
the resin or bonded or associated with the resin. It is fiirther disclosed that the ink is filled into 
Inkjet cartridge of an ink jet printer and is jetted from the printer. It is clear that the cartridge 
would necessarily intrinsically possess case in which the ink is stored and that the printer would 
necessarily intrinsically possesses printhead (col.l, lines 5-11, col. 5, lines 27-33 and 38-51, 
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col.5, line 65-coL6, line 3, col.7, lines 28-33 and 37-49, coLlO, lines 22-25 and 34-36, col.ll, 
lines 48-61, col.l2, lines 10-12, and col.15, lines 12-15). 

The difference between Jones et al. and the present claimed invention is the requirement 
in the claims of specific copolymer. 

Kamada et al. disclose the use of colored toner particle comprising 40-99% primary 
particle of copolymer obtained from 20-99% styrene, 10-80% alkyl (meth)acrylate including 
butyl acrylate, ethylhexyl acrylate, and lauryl methacrylate, and 0.5-30%, based on 100 parts 
styrene and alkyl (meth)acrylate, comonomer having polar group such as N, N- 
diallylmethylammonium chloride wherein the copolymer is obtained using emulsion 
polymerization and 1-60% colorant that is pigment and/or dye. It is disclosed that the 
comonomer possesses glass transition temperature of -30 to 80 ^C, more preferably -10 to 70 
and possesses mean particle size of 0.01-3 ^im. It is further disclosed that the colorant is 
dispersed in the copolymer dispersion and that the colorant is associated with the copolymer by 
hydrogen bond, ionic bond, etc. There is also disclosed surfactant that is used to treat the 
colorant (col.2, lines 9-14, 17-20, 43-46, and 51, col.3, lines 5-15, 38-43, 53-57, and 62-65, 
col.4, lines 28-30, col.5, lines 31-33, col.6, lines 12-13 and 21-28, or coL12, lines 15-20). The 
motivation for using such toner particle is that they are excellent in coloring properties due to 
very good transmittance, excellent in color reproduction and resolution, and excellent in various 
physical properties (col. 8, lines 58-62). 

It is noted that while Kamada et al. disclose the average particle size of the copolymer, 
there is no disclosure of the volume average particle size as presently claimed. 
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However, given that Kamada et ai. disclose that the copolymer possesses average particle 
size that overlaps that presently claimed and given that Kamada et al. produce the copolymer by 
emulsion polymerization as presently claimed, it would have been natural for one of ordinary 
skill in the art to infer that the copolymer intrinsically possesses volume average particle size that 
overlaps that presently claimed. 

Further, it is noted that there is no disclosure in Kamada et al. of the softening point of 
the copolymer. 

However, given that Kamada et al. disclose copolymer obtained from same type and 
amounts of monomers as presently claimed, it is clear that such copolymer would intrinsically 
possess softening point as presently claimed. 

In light of the motivation for using toner particles comprising copolymer and colorant 
disclosed by Kamada et al. as described above, it therefore would have been obvious to one of 
ordinary skill in the art to use such toner particles as the toner particles in Jones et al. in order to 
produce ink that has excellent color properties, excellent color reproduction and resolution, and 
excellent physical properties, and thereby arrive at the claimed invention. 

8. Claims 1, 4, 6-7, 9-10, 14-17, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones et al. (U.S. 5,936,008) in view of Kamada et al. (U.S. 5,695,899), Patel 
et al. (U.S. 5,977,210), and Fujisawa et al. (U.S. 5,997,136). 

Jones et al. disclose Inkjet ink comprising liquid vehicle comprising water and 6-20% 
toner particles comprising resin, i.e. copolymer, and colorant that is pigment and/or dye and 
wherein the colorant is incorporated into or associated with the resin, i.e. colorant is dispersed in 
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the resin or bonded or associated with the resin. It is further disclosed that the ink is filled into 
Inkjet cartridge of an ink jet printer and is jetted from the printer. It is clear that the cartridge 
would necessarily intrinsically possess case in which the ink is stored and that the printer would 
necessarily intrinsically possesses printhead (col.l, lines 5-11, coL5, lines 27-33 and 38-51, 
col.5, line 65-col.6, line 3, col.7, lines 28-33 and 37-49, col. 10, lines 22-25 and 34-36, col.l 1, 
lines 48-61, col. 12, lines 10-12, and col. 15, lines 12-15). 

The difference between Jones et al. and the present claimed invention is the requirement 
in the claims of specific copolymer. 

Kamada et al. disclose the use of colored toner particle comprising 40-99% primary 
particle of copolymer obtained from 20-99% styrene, 10-80% alkyl (meth)acrylate including 
butyl acrylate, ethylhexyl acrylate, and lauryl methacrylate, and 0.5-30%, based on 100 parts 
styrene and alkyl (meth)acrylate, comonomer having polar group such as N, N- 
diallylmethylammonium chloride wherein the copolymer is obtained using emulsion 
polymerization and 1-60% colorant that is pigment and/or dye. It is disclosed that the 
comonomer possesses glass transition temperature of -30 to 80 ^C, more preferably -10 to 70 
and possesses mean particle size of 0.01-3 |am. It is further disclosed that the colorant is 
dispersed in the copolymer dispersion and that the colorant is associated with the copolymer by 
hydrogen bond, ionic bond, etc. There is also disclosed surfactant that is used to treat the 
colorant (col.2, lines 9-14, 17-20, 43-46, and 51, col.3, lines 5-15, 38-43, 53-57, and 62-65, 
col.4, lines 28-30, coL5, lines 31-33, col.6, lines 12-13 and 21-28, or col.l2, lines 15-20). The 
motivation for using such toner particle is that they are excellent in coloring properties due to 
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very good transmittance, excellent in color reproduction and resolution, and excellent in various 
physical properties (col. 8, lines 58-62). 

It is noted that while Kamada et al. disclose the average particle size of the copolymer, 
there is no disclosure of the volume average particle size as presently claimed. 

Patel et al., which is drawn to Inkjet inks, disclose the use of polymer having volume 
average particle size of 0.1-1 micron in order to produce an ink that will not clog the printer 
nozzles (col.3, lines 14-15 and col.4, lines 57-59). 

Further, it is noted that there is no disclosure in Kamada et al. of the softening point of 
the copolymer. 

Fujisawa et al., which is drawn to ink jet inks, disclose that the softening temperature of 
polymers utilized in ink jet inks range from 50 -120^ C wherein such temperature allows the ink 
to be heated quickly so that the ink dot is formed before penetration of ink into recording 
medium occurs so that feathering of the ink on the recording medium is prevented (col.3, lines 
13-35). 

In light of the motivation for using toner particles comprising copolymer and colorant 
disclosed by Kamada et al., for using copolymer having specific volume average particle 
diameter disclosed by Patel et al., and for using copolymer with specific softening temperature 
disclosed by Fujisawa et al. as described above, it therefore would have been obvious to one of 
ordinary skill in the art to use such toner particles wherein the copolymer possesses such volume 
average particle diameter and softening point as the toner particles in Jones et al. in order to 
produce ink that has excellent color properties, excellent color reproduction and resolution, and 
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excellent physical properties wherein the ink does not clog the toner particles and does not 
feather, and thereby arrive at the claimed invention. 



examiner should be directed to Gallic E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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